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1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1. 17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 .17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on February 28, 2006 has been entered. 

2. Claims 43, 44, 47, 48 and 49 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Within claims 43, 44, and 47, adequate support has not been found for the amended 
subject matter essentially claiming that the modified stable polyisocyanates are produced from 
themselves. Claim 43 reads that modified stable polyisocyanates are produced by reacting 
modified stable polyisocyanates with compounds of formula II; however, these modified stable 
polyisocyanates have already been produced by reacting compounds of formula II. 

Within claims 48 and 49, adequate support has not been found for the optional 
embodiment where non-isocyanate functional compounds are reacted with the compound of 
formula (II). As claimed, there is no requirement that the optional compounds that react with the 
compound of formula (II) be isocyanate functional; however, the examiner has not found 
adequate support for this embodiment. Applicant's cited passage within the specification has 
been considered; however, it unclear how it provides support for the claimed reaction of optional 
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non-isocyanate reactive compounds with compounds of formula II. For example, the passage 
within lines 1-12 of page 17 of the specification refers to compounds that have already been 
modified with compounds of formula II; the passage does not disclose the reaction of non- 
isocyanate functional compounds. The remaining part of the passage appears to be concerned 
with mixtures of the compounds as opposed to reaction products produced from the compounds. 

3. Claims 48 and 49 are rejected under 35 U.S. C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to enable one skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and/or use the invention. 

With respect to claims 48 and 49, applicant has failed to provide adequate enablement for 
the claimed optional embodiment where non-isocyanate functional compounds are reacted with 
the compound of formula (II). As claimed, there is no requirement that the optional compounds 
that react with the compound of formula (II) be isocyanate functional; however, applicant has 
failed to teach how such reactions may proceed. As aforementioned, it is not seen that 
applicant's cited passage describes the optional embodiment or provides guidance to permit one 
to conduct the reaction with non-isocyanate reactive compounds without having to resort to 
undue experimentation. In re Wands, 858 R2d 731, 737, 8 USPQ2d 1400, 1404 (Fed. Cir. 
1988). 

4. Claims 23-35 and 37-59 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 
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Firstly, with respect to claim 23, it is unclear how to interpret the language, "isocyanate 
functions", in that it is unclear if the language provides only for free isocyanate groups or also 
for masked isocyanate groups. The meaning must be clear, since applicant has dependent claims 
wherein masked isocyanate groups are present. Currently, it is unclear is such masked groups 
are encompassed by the "isocyanate functions" language. Despite applicant's response, the 
position is maintained that it is unclear how to interpret "isocyanate functions"; the passage 
within the specification, cited by applicant, has been considered; however, the passage does not 
definitively define the language or clarify the scope of the language. The passage merely 
discloses that isocyanate groups may be blocked; it does 'not define the resulting groups as 
"isocyanate functions". Furthermore, the argument does not address whether other groups are 
intended to constitute "isocyanate functions". 

Secondly, with respect to claim 40, applicants' claimed temperature, "110 0C", is 
confusing, since it is not clear that the second "0" is intended to represent the symbol for 
"degrees". 

Thirdly, with respect to claim 43, it is unclear how to interpret applicant's amended claim 
language. The language appears to read that the modified stable polyisocyanates are produced 
from themselves. It cannot be determined if applicant actually intends to claim that the claimed 
polyisocyanates are produced by further reacting the modified polyisocyanates of formula I with 
compounds of formula II. 

Fourthly, with respect to claim 46, it is unclear what numerical quantity is represented by 
the subjective word, "several". 
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Fifthly, the subject matter of claim 47 fails to further limit claim 43, because claim 43 
requires the presence of masked groups, whereas the masked groups of claim 47 may be present 
as an alternative embodiment. Note the use of "and/or" within claim 47. 

Lastly, with respect to claim 49, the language, as amended, reads "reaction of having at 
least three isocyanate a polyisocyanate functions" and cannot be understood. 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 23-27, 30, 31, 33-35, 42, 45, 48, 50, 55, 56, and 59 are rejected under 35 
U.S.C. 102(b) as being anticipated by EP 419114. 

The reference discloses the reaction of polyisocyanates with cyclic carbonates having an 
isocyanate reactive substituent attached to the ring, and the use of the resulting product within 
polymers. See abstract and page 3, lines 1-8. Applicant's argument that the reaction product of 
the polyisocyanates and cyclic carbonates of the reference fails to correspond to the instant 
compounds has not been substantiated. Given that the reference discloses the reaction of 
polyisocyanates and cyclic carbonates that correspond to those of applicant, applicant must 
provide evidence or a compelling argument that the respective products are different. 
Applicant's response fails to satisfy this requirement in that applicant's argument fails to address 
the fact that, like applicant's carbonate compound, the prior art compound contains an active 
hydrogen group. Since equivalent reactants are considered to be utilized, applicant's argument is 



Application/Control Number: 10/608,090 



Page 6 



Art Unit: 1711 

insufficient to establish that the respective products are different. Furthermore, the reference 
discloses that a preferred reactant is a derivative of MDI; these derivatives, such as isocyanurate 
containing derivatives or polymeric MDI are recognized within the art as having functionalities 
greater than two. 

Any inquiry concerning this communication should be directed to R. Sergent at telephone 
number (571) 272-1079. 
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